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DETAILED ACTION 
Election/Restrictions 

1. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1-17, drawn to a polarizing film comprising a long polymer film 
and a dichroic substance. 

Group II. claim(s) 18-19, drawn to a process for producing a polarizing film 
comprising a step of dyeing a stretched polymer film. 

2. The inventions listed as Groups I and II do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons. A dichroic 
substance is a species of dye. The dye genus can also contain species which are non- 
dichroic. Furthermore, the long polymer film containing a dichroic substance does not 
need to be stretched. 

3. During a telephone conversation with Nicolas Seckel on 12/10/07 a provisional 
election was made without traverse to prosecute the invention of Group I, claims 1-17. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 18-19 are withdrawn from further consideration by the examiner, 37 

CFR 1.142(b), as being drawn to a non-elected invention. 
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4. Applicant Is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named Inventors is no longer an inventor of at least one claim 
remaining In the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17(1). 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

•(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1 , 3-4 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hosonuma (US 4,396,642). 

Regarding claims 1, 3, Hosonuma teaches a polarizing film (column 6, line 30) 
comprising: a polymer film (unoriented film formed in Example 1, column 6, lines 10-15), 
and a dichroic substance (photodichroic dye, column 5, lines 10-11) wherein the 
polarizing film is produced by stretching the long polymer film in the TD direction 
(transversely, column 6, lines 20-25), and thus inherently has an absorption axis in the 
TD direction of the polarizing film as evidenced by Applicant's specification (the step of 
stretching the long film in the widthwise direction aims at providing an absorption axis in 
the widthwise direction of the long film, page 10). It is noted that although Hosonuma 
does not disclose that the polymer film is a long film, Hosonuma teaches that the film 
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travels in the machine direction (column 6, lines 10-20), with an ink mark that is 100 mm 
long, imprinted on the film in the machine direction (column 6, lines 12-15), in order to 
detennine the longitudinal shrinkage of the long polymer film after stretching in the 
transverse direction (in the polarizing film thus obtained, the mark had a length of 55 
mm and hence a shrink ratio of 45%, column 6, lines 30-32). This means that the 
length of the polymer film in the machine direction is continuous or automated 
production length, which translates into "long". 

Regarding claim 4, Hosonuma teaches that the polarizing film is produced by 
stretching the long polymer film in the TD direction (stretched transversely, column 6, 
lines 20-22), and shrinking the long polymer film in the MD direction (where the film is 
transversely stretched, this should be carried out while allowing the film to shrink, 
column 3, lines 27-30, unoriented film imprinted with a longitudinal mark 100 mm long, 
column 6, lines 11-14, polarizing film obtained had a length of 55 mm, shrink ratio of 
45%, column 6, lines 30-32). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which fonns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the Invention was made. 

6. Claims 2, 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hosonuma as applied to claims 1 , 3-4 above. 
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Hosonuma teaches a polarizing film comprising: a long polymer film and a 
dichroic substance, wherein the polarizing film has an absorption axis in the TD 
direction of the polarizing film, as described above. 

Regarding claim 2, although Hosonuma does not disclose the length of the 
polymer film, Hosonuma teaches that the film travels in the machine direction (column 
6, lines 10-20), with an ink mark that is 100 mm long. Imprinted on the film in the 
machine direction (column 6, lines 12-15), in order to determine the longitudinal 
shrinkage of the long polymer film after stretching in the transverse direction (in the 
polarizing film thus obtained, the mark had a length of 55 mm and hence a shrink ratio 
of 45%, column 6, lines 30-32). This means that the length of the polymer film in the 
machine (MD) direction is very long, and thus can easily be provided to be within the 
claimed range of not smaller than five times as long as the length in the transverse (TD) 
direction of the polarizing film, for the purpose of providing a machine direction length 
that is suitable for continuous or automated production, as is well known in the art. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have provided the polarizing film of Hosonuma, with a 
length in the MD direction that is within the range of not smaller than five times as long 
as the length in the TD direction, in order to provide a machine direction length that is 
suitable for continuous or automated production, as is well known in the art. 

Regarding claims 5-7, Hosonuma teaches that the polarizing film is produced by 
dyeing the long polymer, which is stretched in the TD direction, and shrunk in the MD 
direction, as described above, with a dichroic substance by applying a solution 
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containing the dichroic substance onto the polymer film (soaking it in a solution of the 
photodichroic material, column 3, lines 1-5). Hosonuma teaches the use of a specific 
dichroic dye in the examples, and thus fails to teach iodine as the dichroic substance. 

However, Hosonuma teaches that iodine can be substituted for the dichroic dye 
as the dichroic substance in the polarizing film (column 1, lines 34-40) for the purpose of 
providing high polarization (column 1, lines 22-32). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have used iodine in place of the dichroic dye as the 
dichroic substance in the polarizing film, in order to provide high polarization, as taught 
by Hosonuma. 

Hosonuma fails to disclose that the solution is an aqueous solution, or that the 
long polymer is stretched and shrunk prior to dyeing. However, even though product by 
process claims are limited by and defined by the process, determination of patentability 
is based on the product itself The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process. See MPEP 21 1 3. In the instant case, the 
product is the iodine-dyed stretched and shrunk polymer film. 
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7. Claims 8-10, 12, 16-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hosonuma as applied to claims 1 , 3-4 above, and further in view of 
Yoshida (US 2001/0030726). 

Hosonuma teaches a polarizing film comprising: a long polymer film and a 
dichroic substance, wherein the polarizing film has an absorption axis in the TD 
direction of the polarizing film, as described above. In addition, Hosonuma teaches that 
the polarizing film has a high degree of polarization (abstract). 

Regarding claims 8, 17, Hosonuma teaches that the polarizing film is used in a 
liquid crystal display (column 1, lines 8-15). Hosonuma fails to teach a laminated film 
comprising the polarizing film described above with a retardation film having a slow axis 
in the MD direction, which comprises a long polymer film, wherein the MD direction of 
the polarizing film corresponds to the MD direction of the retardation film, or that the 
laminated film is disposed outside of a liquid crystal cell of the liquid crystal display. 

However, Yoshida teaches a laminated film comprising a polarizing film (162, 
[0437], Fig. 94) and a retardation film (168, [0436], Fig. 94) having a slow axis (phase- 
delay axis, [0177]) that Is orthogonal to the absorption axis of the adjacent polarizing 
film (first polarizing element, [0177]), wherein the laminated film is disposed outside of a 
liquid crystal cell of the liquid crystal display (first and second polarizing elements on 
both sides of a liquid crystal panel of liquid crystal display, [0177]), for the purpose of 
obtaining improved viewing angle characteristics for the display ([0178]). 

Therefore, It would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have provided a laminated film comprising a retardation 
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film having a slow axis that is perpendicular to the absorption axis of the polarizing film 
of Hosonuma, wherein the MD direction of the polarizing film corresponds to the MD 
direction of the retardation film, being in the same laminated film, so that the slow axis 
of the retardation film is in the MD direction, being orthogonal to the absorption axis of 
the polarizing film which is in the TD direction, and to have disposed the laminated film 
outside of a liquid crystal cell in a liquid crystal display, in order to obtain the desired 
improvement in display viewing angle characteristics, as taught by Yoshida. 

Regarding claim 9, Yoshida teaches that the retardation film comprises a 
uniaxially stretched film ([0437]), for the purpose of providing the desired retardation 
characteristics for improving the viewing angle as discussed above. 

Regarding claim 10, Yoshida teaches that the retardation film comprises an 
optically uniaxial layer comprising a liquid crystal material ([0183]), for the purpose of 
providing the desired retardation characteristics for improving the viewing angle as 
discussed above. 

Regarding claim 12, Yoshida teaches that the retardation film is a composite film 
comprising a birefringent layer provided on a birefringent polymer film (retardation films 
61, 63 [0197], polarizing element 21, [0198], Fig. 22), for the purpose of providing the 
desired combination of retardation characteristics for improving the viewing angle as 
discussed above. 

Regarding claim 16, Hosonuma teaches that the polarizing film is used in a liquid 
crystal display (column 1 , lines 8-15). Hosonuma fails to teach that the polarizing film is 
disposed outside of a liquid crystal cell of the liquid crystal display. 
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However, Ybshida teaches that a polarizing film is disposed outside of a liquid 
crystal cell of the liquid crystal display (first and second polarizing elements on both 
sides of a liquid crystal panel of liquid crystal display, [0177]), for the purpose of 
providing the desired polarizing light. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have disposed the polarizing film of Hosonuma, outside 
of a liquid crystal cell of a liquid crystal display, in order to provide the desired polarized 
light, as taught by Yoshida. 

8. Claims 8, 1 1, 13-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hosonuma In view of as applied to claims 1 , 3-4 above, and further in view of 
Abileah (US 5,907,378). 

Hosonuma teaches a polarizing film comprising: a long polymer film and a 
dichroic substance, wherein the polarizing film has an absorption axis in the TD 
direction of the polarizing film, as described above. In addition, Hosonuma teaches that 
the polarizing film has a high degree of polarization (abstract). 

Regarding claims 8, 17, Hosonuma teaches that the polarizing film is used in a 
liquid crystal display (column 1 , lines 8-15). Hosonuma fails to teach a laminated film 
comprising the polarizing film described above with a retardation film having a slow axis 
in the MD direction, which comprises a long polymer film, wherein the MD direction of 
the polarizing film corresponds to the MD direction of the retardation film, let alone that it 
is disposed outside of a liquid crystal cell of the liquid crystal display. 
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However, Abileah teaches that a retardation film is provided in a laminated film 
comprising the polarizing film, outside of a liquid crystal cell (polarizer 1, retardation film 
3, liquid crystal layer 5, column 33, lines 1-10, Fig. 41) of a liquid crystal display (column 
32, lines 62-65), for the purpose of obtaining improved contrast ratios for the display 
(column 33, lines 30-35). Abileah teaches that the retardation film has a slow axis, or 
axis of retardation that is parallel to the transmission axis of the polarizing film (optical 
axis of each retardation film is oriented substantially parallel to the adjacent polarizer 
transmission axis, column 32, lines 39-42), which means that the slow axis of the 
retardation film is perpendicular to the absorption axis of the polarizing film. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have provided a laminated film comprising a retardation 
film having a slow axis that is perpendicular to the absorption axis of the polarizing film 
of Hosonuma, wherein the MD direction of the polarizing film corresponds to the MD 
direction of the retardation film, being in the same laminated film, so that the slow axis 
of the retardation film is in the MD direction, being perpendicular to the absorption axis 
of the polarizing film which is in the TD direction, and to have disposed the laminated 
film outside of a liquid crystal cell in a liquid crystal display, in order to provide the 
desired contrast ratios for the display, as taught by Abileah. 

Regarding claim 11, Abileah teaches that the retardation film can comprise a 
birefringent layer comprising a non-liquid crystal material having a birefringence that is 
not lower than 0.005 (polyimide, delta n was between 0.02 and 0.03, column 35, lines 1- 
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15) , for the purpose of providing the desired retardation characteristics for improving the 
contrast ratio, as discussed above. 

Regarding claims 13-14, Abileah teaches that the birefringent layer can comprise 
a polyimide (birefringent film, column 18, lines 55-58) which is a polymer that is 
inherently solid in the film fomi, for the purpose of providing the desired retardation 
characteristics for improving the contrast ratio, as discussed above. 

Regarding claim 15, Abileah teaches that the birefringent layer can have a 
relationship nx > ny > nz (nx = 1.4305, ny = 1.4275, nz = 14261, column 30, lines 60- 
65), for the purpose of providing the desired retardation characteristics for improving the 
contrast ratio, as discussed above. 

Regarding claim 16, Hosonuma teaches that the polarizing film is used in a liquid 
crystal display (column 1 , lines 8-15). Hosonuma fails to teach that the polarizing film is 
disposed outside of a liquid crystal cell of the liquid crystal display. 

However, Abileah teaches that a polarizing film (column 26, lines 25-35) is 
disposed outside of a liquid crystal cell (column 26, lines 17-20, display has at its rear, a 
linear polarizer, column 26, lines 25=27) of a liquid crystal display (column 26, lines 14- 

16) , for the purpose of providing the desired polarized light. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have disposed the polarizing film of Hosonuma, outside 
of a liquid crystal cell of a liquid crystal display, in order to provide the desired polarized 
light, as taught by Abileah. 
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